Sen No. 10/677,470 

DRAWING AMENDMENTS 



Submitted herewith in Appendix 1 are five (5) replacement sheets of drawings to 
address the Examiner's objections presented in paragraph 4 of the Office Action. 
Appendix 1 presents clean copies of the replacement sheets. Appendix 2 presents 
annotated marked-up copies of the original drawings showing the amendments and 
cancellations made. 

Original Figures la and lb, Figure 2, and Figure 3 are canceled. Original Figures 
4a and 4b are amended to bring the reference numerals into accord with the Specification 
as filed, and renumbered as Figures 3a and 3b. Original Figure 5 is amended to bring the 
reference numerals into accord with the Specification as filed, and renumbered as Figure 
1 . Original Figure 6 is amended to bring the reference numerals into accord with the 
Specification as filed, and renumbered as Figure 2. New Figure 4 is presented to show 
the feature of a base layer comprising a strip or ribbon as recited in claims 6-8 of the 
application. New Figure 5 is presented to show the feature of a planar sheet base layer 
including cooperating rib and groove structures as recited in claims 10-1 1 of the 
application. The Brief Description of the Drawings section of the Specification is 
amended also to include a description of new Figure 5. Accordingly, it will be 
appreciated that no new matter is added by the amended drawings presented in the 
attached replacement sheets. 
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REMARKS 

The applicant notes with appreciation the Examiner's comments in the Office 
Action dated January 5, 2005, in particular the substantive allowance of claims 5, 7, 8, 10, 
1 1, 13, 15, and 16. Based on the present amendments and arguments, withdrawal of the 
claims rejections and allowance of the application is respectfully requested. 

First, the Applicant has amended the Specification to correct the inadvertent error 
made in the claim of priority. The application now makes the proper priority claim to 
U.S. Application Serial No, 10/348,653, now issued as U.S. Patent No. 6,718,675. 

Next, replacement drawing sheets presenting amended Figures 1, 2, 3a, 3b, 4 and 
new Figure 5 are submitted herewith in Appendix 1 to address the Examiner's objections. 
Annotated copies of the amended original Figures are presented in Appendix 2. As noted 
above in the Drawing Amendments section of this paper, no new matter is added. All 
features of the replacement drawing sheets correspond to the elements presented in the 
Brief Description of the Drawing and the Detailed Description of the Invention. It is 
respectfully requested that the objections to the drawings be withdrawn. 

Amended claims 1 and 17 are presented herewith to more clearly distinguish the 
present invention fi-om the art cited by the Examiner. Specifically, claims 1 and 17 are 
amended to make clear that the substantially transparent top layer of the present invention 
is fixed to at least a portion of the base layer, and that the top layer overlays the base layer 
whereby fluid communication between an exterior of the top layer and an interior thereof 
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is substantially prevented. As will be discussed below, it is believed that this feature 
overcomes the rejections made based on the prior art of record. No new matter is added 
with this amendment, as this structure is clearly shown in the drawings and described in 
the Specification of the application as filed. 

As to the feature of a top layer fixed to at least a portion of the base layer, 
reference is made to numerous portions of the application providing support for this 
amendment. For example, amended Figures 3a and 3b (originally Figures 4a and 4b) 
clearly show in cross-section a top layer 1 8 overlaying with at least a portion of a base 
layer 12. Turning to the Specification, support for the limitation of a top layer fixed to at 
least a portion of the base layer is easily found. For example, see page 4, lines 5-11, 
stating that an "adhesive . . , may be used ... to secure the top layer over the base layer," 
or describing in the altemative the use of "cooperating rib and groove structures ... for 
securing the top layer to the base layer. . See also page 6, lines 1 1-14, describing the 
use of "[A]t least one rib and groove structure ... for capturing a corresponding rib and 
groove structure on the base layer, thereby fiuther securing the two layers in place." Still 
fiirther, the Examiner's attention is directed to page 11, lines 17-18, describmg a "[T]op 
layer 18 . . . affixed to base layer 12 . . ." The amendments to claims 1 and 17 therefore 
present no new matter, as ample support is found in the Specification as filed. 

Similarly, the feature of a top layer substantially preventing fluid communication 
between an exterior and an interior thereof finds clear support in the present specification. 
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Amended Figure 3b (originally Figure 4a) clearly shows in cross-section that top layer 18 
overlays base layer 12 whereby fluid communication is prevented between an exterior of 
top layer 18 and an interior thereof. See also page 3, lines 3-5 indicating that the "means 
for displaying information should protect the information . . . from damage and exposure 
to wear and tear , . See also page 10, lines 5-7 (". . . it will be appreciated that once the 
top layer 18 is installed, the design 16, while clearly visible, is now protected from 
damage, soiling, water, and the like.") and page 12, lines 3-4 ((design 16) ... is protected 
from wear and tear through use, the elements, and the like.")). No new matter is added by 
this amendment to claims 1 and 17. 

In paragraph 6, the Examiner rejects claims 1-4, 12, and 17-19 under 35 U.S.C. 
§ 102(b) as anticipated by U.S. Patent No. 2,768,457 to Biek. In paragraph 7, claims 1-4, 
6, 12, and 17-19 are rejected under Section 102(b) over U.S. Patent No. 6,042,484 to 
Streit. However, it is believed that after reviewing the amendments and arguments 
presented herein, the Examiner will agree that Biek and Streit simply do not teach the 
claimed combinations of the present invention with the requisite specificity to support an 
anticipation rejection. Accordingly, withdrawal of the rejection of these claims over the 
Biek and Streit patents is respectfiiUy requested. 

Biek teaches an identification tag holder comprising an inner sleeve, a label having 
a design thereon, and an outer sleeve (see Figure 1, reproduced below for convenience, 
and also Figures 4 and 7 of the Biek patent). Similarly, Streit (see Figure 6, reproduced 
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below for convenience), teaches a golf club identification device having a base layer 10, a 
substantially transparent top layer 50, and a design layer 22 therebetween. The critical 
distinction is that both Biek and Streit teach an outer layer having a gap or seam between 
adjoining ends thereof (unnumbered in Biek, but see the gap between reference numerals 
16 and 17; see also reference numeral 15 of Figure 6 of Streit). 





FI6.6 

Thus, the outer layers of the devices of Biek and Streit are clearly structurally 
different from the top layer of the present invention. Specifically, each of the Biek and 
Streit devices include a gap or seam allowing fluid communication between an exterior of 
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the top layer and an interior thereof. The gap or seam of Biek is formed by end portions 
16, 17 of inner split sleeve 15 and is similarly found in outer split sleeve 19, which is 
required to introduce the label therethrough, either to rest between the inner sleeve and 
outer sleeve (Figure 1) or within the single sleeve embodiment of the Biek invention (see 
Figure 7). The gap or seam of the Biek invention is also necessary to allow the device to 
be attached to another item, such as a round shaft (see Figure 4) or to a side wall of a 
container (see Figure 10). The gap or seam of the Streit device (indicated by reference 
numeral 15 in Figure 6) is similarly necessary to allow the device to be secured to a 
cylindrical item such as a golf club shaft. In the absence of this seam, the Biek 
identification tag holder and the Streit golf club identification device are rendered 
inoperative for their intended purposes because they cannot be secured to an item to be 
identified. 

In total contrast, the top layer of the present invention overlays the base layer such 
that fluid communication between an exterior of the top layer and an interior thereof is 
substantially prevented (see, for example. Figure 3a of the present application and the 
discussion supra). Unlike the identification tags of Biek and Streit, when the top layer of 
the present invention is secured in place, there is no gap or seam allowing fluid 
communication between the exterior of the top layer and the interior. Accordingly, the 
Biek and Streit patents simply do not teach the features of the present invention with the 
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requisite specificity to support an anticipation rejection under 35 U.S. C. § 102.* As 
discussed above, Claims 1 and 17 of the present application have been amended to more 
clearly state this distinction. It is therefore respectfully submitted that allowance of 
claims 1 and 17 is appropriate in the present case. Of course, in view of the tenet that 
claims depending from a properly allowable independent claim are also allowable by 
virtue of then- importation of the independent claims' limitations, because the remaining 
claims of the application depend respectively from what is now believed to be allowable 
claims 1 and 17, it is believed that they are is also in condition for allowance.^ 

The Examiner also rejects clahns 1-3, 9- 14, and 17-19 under 35 USC §102(b) as 
allegedly anticipated by U.S. Patent No. 1,830,102 to Felsenthal. As best seen in Figure 3 
of the Felsenthal patent (reproduced below), there is taught a pencil attachment 
comprising a cylindrical barrel 1. A first design layer 5 is provided. Felsenthal also 
teaches a construct for encircling layer 5, which is a second layer 6 of a lesser width than 
5, whereby when layer 6 encircles layer 5 the ends of layer 6 do not meet (see page 1 , 
lines 68-74) and therefore form a slot. Layer 6, which may also have a design or data 
printed thereon, is secured to and serves as an opaque backing for a transparent cylinder 
made of a material such as celluloid (transparent layer 7). Assembled, layers 6 and 7 
encircle layer 5 (with the edges of transparent layer 7 overlapping to form a closed 

^ Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed Cir. 
1987); Brown v. 3M, 265 F.3d 1349, 1351, 60 USPQ2d 1375, 1376 (Fed. Cir. 2001). 

^ In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988). 
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cylinder; see Figure 3 reproduced below for convenience). 




6 
7 



Even if the Examiner's construction of the Felsenthal device is adopted, such that 
reference numeral 5 is the base layer, reference numeral 7 is the transparent top layer, and 
reference numeral 6 is the design layer, it is still clear that Felsenthal expressly teaches 
that the top layer 7 and design layer 6 must be rotatable relative to the base layer 5 ((see 
page 1, lines 74-86, stating that . . the sheet 7 is of such width that when applied to 
encircling position to the barrel the edge portion . . . will overlap the other margin . . . 
forming a transparent cylinder which, together with its backing [layer 6], can he rotated 
about the barrel . . . (emphasis added); see also claim 2 reciting ... a transparent sleeve 
revolubly mounted on the cylindrical body . . .")) that layers 6 and 7 must be rotatable 
with respect to layer 5 such that the required slot may be superimposed over individual 
lines of data on layer 5 to allow viewing of same. In other words, layers 6,7 are not fixed 
to layer 5 in any manner. 

In stark contrast, as discussed above the top layer of the present invention is fixed 
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to at least a portion of the base layer. Claims 1 and 17 are amended to more clearly 
reflect this feature. Accordingly, Felsenthal teaches a radically distinct structure, and the 
requisite level of specificity to support anticipation under Section 102(b) is simply not 
found.^ The rejection of claims 1 and 17 should be withdrawn. Of course, under the 
teachings of In re Fine the claims depending from what are believed to be allowable 
claims 1 and 17 are also in condition for allowance. 

It is now believed that the claims of the present application have been properly 
placed in condition for allowance. Accordingly, allowance of the amended claims of the 
application is respectfully requested. If any issues remain, however, the Examiner is 
respectfully requested to contact the Applicants' attorney at the telephone number of 
record in order to expedite the prosecution of this patent application. 

Respectfully submitted, 
KING & SCHICKLI, PLLC 



Patrick M. Torre 
Registration No. 55,684 

247 North Broadway 
Lexington, Kentucky 40507 
(859) 252-0889 

CERTIFICATE OF MAILING 

I hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addresse^l 
to: CoQipiissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. on Qjj^^uJ} V/^OOST" ^"^^/^i 




^ VerdegaalBros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 
1987); Brown v, 3M, 265 F.3d 1349, 1351, 60 USPQ2d 1375, 1376 (Fed. Cir. 2001). 
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APPENDIX 1 
REPLACEMENT DRAWING SHEETS 
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